IN RE: APPLICATION S.N. 09/651 .040 
PRELIMINARY AMENDMENT ACCOMPANYING 
REQUEST FOR FILING CONTINUATION APPLICATION 

REMARKS 

1. Status of the Application. Claims 1-11 were originally submitted in the parent 
application S.N. 09/651,040. Claims 1-11 are canceled herein, and claims 12-16 are 
added herein. 

2. Comments Regarding Allowability. An Office Action dated October 2, 2001 
issued in connection with the parent of the present application (the "October 2, 2001 
Office Action) alleged that a particular prior art reference, U.S. Patent No. 5,364,707 to 
Swisher {''Swisher"), disclosed a substrate "comprised of the same ingredients as the 
present invention, [and thus] possesses the same conductivity or at least overlapping 
the claimed range." It is respectfully submitted that the October 2, 2001 Office Action 
improperly overextends the principles of inherency in the patent law. Further, it is 
submitted that that the claim language as presently submitted fully distinguishes the 
invention from Swisher, inasmuch as Swisher completely fails to teach or suggest a 
substrate that, when having a "first conductivity," then "responds to a processing step 
occurring subsequent to [a] spot-plating operation to cause [it] to have a second 
conductivity, lower than said first conductivity." 

Notably, it has been held in controlling caselaw that "[a] retrospective view of 
inherency is not a substitute for some teaching or suggestion which supports the selection 
and use of the various elements in the particular claimed combination." In re Newell, 891 
F.2d 899 (Fed. Cir. 1989). In the present case, there is absolutely no suggestion in the 
prior art that a particular composition of matter might be employed in the claimed 
combination to achieve the significant results disclosed and claimed in the subject 
application. Specifically, Swisher neither teaches nor suggests the use of certain materials 
initially having one property, then being subjected to certain processing steps based on 
such property, and consequently exhibiting a substantively different property. A rejection of 
the claims as presented would amount to an assertion that the exhibition of any property 
by any material would be obvious, once it is demonstrated; such a premise is clearly not 
supported in the lavy. 
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CONCLUSION 

It is believed that each of the claims pending in the application is allowable, and 
that the application as a whole is in proper fomri and condition for allowance. 
Examination and allowance is therefore respectfully requested, such that the application 
may advance to issuance at the earliest possible date. If the Examiner believes that the 
application can be placed in even better condition for allowance, s/he is invited to 
contact the undersigned at the telephone number listed below. 



Respectfully submitted. 

Date: IH-'OCT-^fto^ jjuy^ ^- ^vtxu» — . 

Hugh R. Kress 
Reg. No. 36,574 
BROWNING BUSHMAN P.C. 
5718 Westheimer 
Suite 1800 

Houston, Texas 77057 
713.266.5593 (voice) 
ATTORNEY FOR ASSIGNEE 713.266.5169 (fax) 
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